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PURPOSE

This chapter protides  supplementary cziteria for bpbmnt
personnel who are charged with responsibility for making
recommendations as to the patenting or publication of inv8n-
tions iu which the Department has an interest (45C.F.R.  7.5).
It is issued, with the approval of the Department Patents
Board, pursuant to Department R8gulations  (45 C.F.R. 6.5).

ASSUMPTIONS

The Department's interest in inventions is almost the reverse of
that which generally prompts a private patent application. It8
concern is not to withhold the invention fro= the public or to
charge royalties for its use but to assure the availability of
the invention to all (45 C.F.R. 6.2). This assurance with
respect to an invention may be lost if an individual claiming
priority of invention files a patent application.

The Department therefore does have au interest, and ader
Executive Order 10096 it has an obligation, to take appro-
priate defensive action, to protect the interest of the
Government and the public against potential adverse claims.
Such action may take the form of initiating a patent appli-
cation or by full disclosure through publication.

Sine8 not all inventions ar8 of sufficient importance to
uzu-raut the labor and &qxmse of patenting, and since the
Department does not itself msintain staff or facilities for
such purpose, the need for patenting and the resources
available for handling a patent application need to be
Ireighed carefully before a determination as trJ patenting
is nytde. I

IEWRMINATION  AS TO PATRRTABILITY

No re&anmendation as to patenting should in any case be made
uuless  it is first determined that the invention may be
patentable.
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The determination as to whether the invention amay  be patentable"
should Identify the orQisality  of concept, as well as the elemsnts
of novelty url usefulness, believsd  to be present in the lnvemtion.
This is for the reason that, even though an invention is snew axd
usefulft itisnotpatentable  "If thedifferences  betweenthe wet
rmtter sought to be patented and the prior art are such that the
subject matter as a whole sould have bsen obvious at the time the
inventionwassmde toapersonhavingoxdinary  skill lathe art to
which the subject matter pertains.~ (35 U.S.C. 103)

I&ether itisdeterminsd that the inventlonmayormay  not be patsnt-
able, the basis for the conclusions reached should bs dndicated  in the
determination. For example, a written report on them  points W
research workers who have familiarity with the art in the particular
field is valuable, because it may indicate  that the iuvsntion has been
fully anticipated. Iu any event, the report itself will constitute a
record bearing on the relation of the invention,to the prior art, apd
so msy serve a protsctivs purposes

The deters&mtiau  should set forth fully the dates of conception and
of reductiontopractice (or of the successful test orperFormanCe)
of the invsntion,  arxl  of azg prior disclogazs (speeches, writings,
printed publioation,etc.)orusethemmf,  These are ia&vortantbe-
cause the inventionwillnotbepatentable  ifatthetism of the
detsrmlnationithasbeenformore  thsn one year either-

1. described In a prlnted publication In this country .pr abroad; or

2. in public use or on sale fn this c&ry (35 U.S.C 102(b)).

JJWENTIONS as[z  TRIVULVALUE  ORSIGNIPICANCZ

Unless %sefula to soms degree, the invention wUl not be patentable.

Even though the invention is possibly patentsble, It may be reccm-
.memied that title be left with the inventor, pursusnt to section 7.3
(b) of the Departmnt  Ibgulations on grounds of sinsufficient
interest,a subject to license to the Goverustent  tier aqy patent
whichmaybe  secured.

Government %nterest"  has two aspects. First, the Government has an
interest as a potential user of the invention in its own operation8
or.as  a purchaser of products embcdying the invention. Second, it
has M interest (psrtisularly  strong in the field of research) of
preserving for the public the products of its work aad invsstmsnL
ordinarily,  therefore,a  reccsme~ationofdedicaticmto  the public
& publication rather than a fixding of insufficient interest is
appropriate in the case of all but pstently trivial gadgets  in which
there has been no substsntial  investment a, Government  time or
facilities, .

Detexmlnations of Hiusufficient  interesta  are subject to review by
the Chairman of the Gov&mment  Patents Board.
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6-30-40 JNVEBTIONS OF SUBSTANTIAL VALUE OR SIGNIFICANCE

A. In general patenting should not bs recommded  when printed publication
of a technically adequate description can be, or has been, arranged, or
diaclwure to or use by others can be, or has been, arranged under
safeguards which will assure the availability of proofs as to time of
conception, reduction to practice, pnd disclosure. (A person is not
entitled to a patent if "the invention was known or used by others in
this country, or patented or described in a printed publication in
this or a foreign country, before the invention thereof by the eppli-
cant for patent." 35 U.S.C. 102 (a).) Certainly patenting should not
in the absence of unusual jtitification bs recornmeaded  if the one year
period which may elapse between a printed publication and the filing
Of an application has almost elapsed.

B . Patenting, however, is appropriately recommezxied when-

1.

2.

3.

c. 1.

2.

3.

it is deemed advisable, in the case of an invention of high
pot16tiial  significance to the public health, safety, or welfare,
to obtain maximum assurauce  against potential rival claims by
establishing priority of invention alld  diligence in reducing to
practice; or

it is deemed advisable, for reasms of health or safety, to retain
control (beyond that afforded under the Federal Food, Drug, and
Cosmetic Act, as mm&d, or the Public Health Service Act, as
amended, or other Federal control legislation) of the invention
itself, with legal authority to impose restrictive corrlitions on
its use; or

other Federal agencies have such interest in the invention that
they would be prepared to prosecute the patent application.

Filing may be especially important as a protective'device when
there is likely to be a considerable lag between conception axxl
actual reduction to practice and the invention is in a highly
competitive field or when the invention is a bsic  one likely to
constitue  a key to subsequent advances in the art.

The filing of a patent application may be of great practical
importmoe  in case of competing claims because the Cammissioner
of Patents is under a duty to give notice and have questions of
priority determined b a board of patent interferences whenever
an application is made which would seem to interfere with any
petiing application or any unexpired patent. (35 U.S.C. 135)

"In determining priority of invention there shall be considered
not only the respective dates of a conception and reduction to
practice of the invention, but also the reasonable diligence of
one who was first to conceive and last to reduce to practice, for
a time prior to conception by the other." (35 U.S.C. 102 (g))
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4. If a patent has issued, the filing of an allowable applica-
tion is regarded  in litigstfon involving priority or" invention as
a constructive reduction to practice and as evidence that th8
inventor made,  his invention at least as early as the date Of
filing,

The inventor's interest, as a matter of prestige ani professional
reputation, in having a patent issued in his name does not justify a
recammerdation for a patent application to be prosecuted at the
8lrp8M8 Of the ColJ8rnm8nt.

In order that finaldetex7ainations as to ownership may not be delayed
p8rdbg  r8solution of.th8  question of patenting, the operating agency
may make a determination to patent contingent upon the availability
of timely arrangements for the prosecution of a patent appli wtion,
with reliance, in the event that these ax-8  not f8aSibl8,  upon publica-
tion to protect the public interest.

PUBLICATION AS AN ALTERNATIVE TO PATENTING"PRINTED" PUBLICATION

Publication, to be effective  as an anticipation, requires a full
disclosure setting forth the essential elements of the invention,
and the manner of making and using it.

ach publication may be mad8 in a technical journal or digest, in a
publication of the operating agency (e.g., Public Bealtb Reports,
Social Security Bulletin) or in any other printed publication.

Additionally, the Office of Technical ;Services in the Department of
Comm8rc8,  through the monthly publication of "U. S. Cov8rnment
Research Reports", provides a means of achieving technical "publica-
tion"  as well as a mb~ns of disseminating papers which disclose the
results of research. Original r8portsfiled  with the Office of
Technical Cervices are deposited in the Library of Congress and
copies may be ordered from the Library in photocopy or microfilme
In addition, Office of Technical Services is prepared to distribute
stock copies of scientific research reports for goverxrnent  agencies.
Listing in "Research  Reports", together with th8 deposit of a type-
written or other copy in an appropriate Federal library, and published
announcement of a means provided for duplication of copies for the
public have been held to constitute 'printed publicstions under
35  U.S.C. 102(b). An operating agency wishing to avail itself Of this
channel should communicate with the Chief,  Technolow  Division, Office
Of Technical &rvices,  Department of CoXlXMrc8.
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6-30-60 +WTEKIOKS AND OFUGINAL RECORDS-EVIDENCE OF INVENTION

A. I&ether or not a patent application is filed, written records, am3
particularly original recozds,  properly dated, are important evidence
of invention both as to completeness  and the time when s&e.  When
these exist they may be used defensively to prevent the issuance of a
patent on an invention subsequently conceived, or to contest the
validity of a patent which may have been granted  to some other pewon.
For such purpose, the conception should be recorded, with indication
of the date of conceJption, and imediately  comoborated  by codea-
tion to a competent witraess  who may be asked to read a& initial the
mcoti, indicating the date of his initialing. RedUctiOn to practice
dmiLti  be corrobated  Iq a witness who observes the actual test or
performfmce. Accurate dating is an essentfal  factor in such records.

B. The operating agency, to the extent deemed consistent with good
research practice, should require of its research workers the making
ad preservation of records which will serve a probat?ve puFpo8e.
This is especially desinxble in the case of developmentir  failing
within section 6-304O.Bl.
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